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Office Action Summary 



Application No. 

09/444,968 



Examin r 

Melanie Bagwell -Bissett 



Applicant(s) | 

VANDEVOORDE ETAU 



Art Unit 

1711 

Th MAILING DATE of this communication appears on the cover sheet with the correspondence address ■ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory mimmum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) 13 Responsive to communlcation(s) filed on 29 May 2002 . 
2a)D This action is FINAL. 2b)|E This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
Disposition of Claims . 

4) S Claim(s) MZ is/are pending in the application. | 

4a) Of the above claim(s) 7-11 and 13-17 is/are withdrawn from consideration. 

5) |3 Claim(s) 6 is/are allowed. 
R)|5<l Claimfs^ 1-5 and 12 is/are rejected. 

7) D Claim(s). is/are objected to. 

8) D Claim(s) : are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

I I) Q The proposed drawing correction filed on „ is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0- 

a)[x]AII b)D Some*c)D None of: 

1 M Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. ... . 

3D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1) M Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). _ . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 

1 . The request filed on 5/31/02 for Continued Examination under 37 CFR 1 .1 14 
based on parent Application No. 09/444,968 is acceptable and an RCE has been 
established. An action on the RCE follows. 

2. The rejections based on 35 USC 102 and 35 USC 103 have been maintained. 

Claim Rejections - 35 USC § 102 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claims 1-2, 4-5, and 12 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Ho. 

5. Ho discloses a composition to be used as a clearcoat (col. 24 lines 26-28) 
comprising 2-butyl-2-ethyl-1,3-propanediol, an isocyanate, and two polyol compounds 
(see Table 5). Polyol IV of the composition in example 8 is a carbinol-terminated 
siloxane having an OH equivalent of 98, and Polyol I of the example is a polyester diol 
with an OH equivalent of 72.9 (see Table 1). The propanediol compound fits the 
applicant's formula of claim 1 , where R is n-butyl. Based on the weight of the combined 
polyols, the propanediol compound comprises -15% by weight of the composition. The 
composition also comprises methyl ethyl ketone, a volatile organic solvent. Thus, the 
combination present in example 8 for use in a coating composition anticipates the 
applicant's claimed coating composition. 
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6. Claims 1-3, 5, and 12 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Mayer etal. 

7. Mayer discloses coating compositions for basecoats and clearcoats combining 
acrylate resins and urethane resins (col. 15 lines 56-67), where the acrylate resin has 
an OH number of 40-200 mg KOH/g (col. 4 lines 39-45) and the urethane resin is a 
product of a polyisocyanate and an alcohol such as 2-butyl-2-ethyl propane- 1 ,3-diol (col. 
12 lines 18-25; col. 13 lines 29-40; col. 22 lines 5-23). The coatings have VOC values 
of <2.8 lbs/gal (335.5 g/L) (col. 4 lines 11-17). In the broadest interpretation of the 
claims, compositions containing reaction products of the claimed components would 
read on a coating composition comprising the components. Thus, it is the examiner's 
position that Mayer et al. anticipates the present claims. 

Claim Rejections - 35 USC §103 

8. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

9. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ho. 

10. Ho applies as above, failing to exemplify the use of an acrylate polymer with the 
composition of the invention. The example presented by Ho does not teach the use of 
an acrylic polymer; however, Ho notes the possible addition of a polyacrylate polyol to 
the coating composition to improve gloss retention and decrease drying time of the 
coating (col. 16 lines 18-34). Therefore, it would have been prima facie obvious to 
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include an acrylate polyol in the exemplified coating composition to improve gloss 
retention of the coating. 

Allowable Subject Matter 

11. Claim 6 is allowed. 

12. The following is a statement of reasons for the indication of allowable subject 
matter: 

1 3. The reference teaches a coating composition comprising two hydroxy-group 
containing polymers, a polyisocyanate, and a diol fitting the applicant's formula of claim 
1 . Although polyester and polyurethane polyols are taught as possible hydroxy-group 
containing polymers or additives, the reference does not teach the polymers derived 
from the specified diol combined with the composition. It is the examiner's position that 
the polymer derived from the diol, when added to the composition of the diol, 
isocyanate, and polyol, is novel and unobvious over the prior art. 

Response to Arguments 

14. In response to the applicant's arguments that the intermediate dispersion of Ho 
could not be used as a coating composition and that no motivation for using the 
dispersion as a coating has been provided, it is first noted that sufficient evidence has 
not been provided to suggest that such a composition would not coat at least a portion 
of a substrate. In the broadest interpretation of the claim, a "coating composition" would 
encompass all compositions that have the ability to coat at least a small portion of a 
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substrate. Although the applicant argues that the molecular weight of Ho's dispersion 
would not be sufficient to form a coating composition, it is noted that the applicant has 
not defined "coating composition" to exclude low-molecular-weight compositions. Since 
the compositions of the reference inherently teach compositions capable of coating at 
, least part of a substrate, motivation for using the composition as such is not needed. It 
is noted that the rejection of claim 1 has been made under 35 USC 102 and not 35 USC 
103. 

1 5. Regarding the applicant's arguments that the use of the intermediate composition 
would be dangerous due to the exothermic nature of the reaction, it is noted that the 
reaction is allowed to run to completion and dispersed in water, thus removing the 
danger of handling heated materials. However, it is the examiner's position that Ho's 
final coating composition would read on the present claims, since the composition uses 
the applicant's claimed components to form the coating. The applicant has not limited 
the process for forming the coating or the reaction state of the components in the 
coating composition. The applicant also has not excluded other reactants from the 
composition. , thus, a coating composition comprising reaction products of a film- 
forming polymer, a polyisocyanate, and a diol would anticipate a coating composition 
comprising the components. It is noted that Ho cites the final product of the invention 
as a coating composition useful for clearcoats. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melanie Bagwell-Bissett whose telephone number is 
(703) 308-6539. The examiner can normally be reached on M-F 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (703) 308-2462. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872-931 0 for regular communications and (703) 872-931 1 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661.. 
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July 29, 2002 




James J. Seidleck 
Sipervisory Patent Examiner 
Technology Center 1700 



